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Court of Appeals of the District of Columbia 

I 


No. 4966. 

Walter F. Hammel and Esther S. Hammel, Appellants, 

vs. 

Thomas E. Robertson, Commissioner of | Patents. 


i 

a Supreme Court of the District of Columbia 

In Equity. j 

No. 49149. | 

i 

_ i 

Walter F. Hammel and Esther S. Hammel, Plaintiffs, 

■1 

vs. 

Thomas E. Robertson, Commissioner of Patents, 

Defendant. 

i 

United States of America, I 

District of Columbia , ss: 

Be it remembered, That in the Supreme Court of the Dis¬ 
trict of Columbia, at the City of Washington^ in said Dis¬ 
trict, at the times hereinafter mentioned, the following pa¬ 
pers were filed and proceedings had, in the above-entitled 
cause, to wit: 


i 

i 

i 
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Walter f. hammel et al. vs. 


1 Bill of Complaint. 

Filed December 6, 1928. 

In the Supreme Court of the District of Columbia. 

In Equity. 

49149. 

Walter F. Hammel and Esther S. Hammel, Plaintiffs, 


vs. 

Thomas E. Robertson, Commissioner of Patents, 

Defendant. 

To the Supreme Court of the District of Columbia: 

Plaintiffs state as follows: 

1. The plaintiff Walter F. Hammel, is a citizen of the 
United States and a resident of the City of Chicago in the 
State of Illinois and brings this suit in his own right; and 
the plaintiff Esther S. Hammel is a citizen of the United 
States and a resident of the City of Chicago in the State of 
Illinois, and brings this suit in her own right. 

2. Defendant, Thomas E. Robertson, is a citizen of the 
United States, is Commissioner of Patents of the United 
States and officially a resident of the District of Columbia, 
and is sued in his official capacity as Commissioner of 
Patents. 

3. This is a case arising under the patent laws of the 
United States and particularly under Section 4915 of the 
Revised Statutes of the United States as amended by Act 
of Congress approved March 2nd, 1927. 

4. Walter F. Hammel, is the original, first and sole in¬ 
ventor of certain new and useful improvements in En¬ 
velopes which is fully set forth and described in the speci¬ 
fications and drawings forming a part of his applica- 

2 tion for letters patent therefor filed in the United 
States Patent Office on July 16, 1919 and bearing 
serial number 311,280; that said invention was not known or 
used before his invention or discovery thereof or patented or 
described in any printed publication in any country before 
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i 

I 

• i 

his invention or discovery thereof, or more than two years 
prior to said application, or patented in anjr country for¬ 
eign to the United States on an application filed more than 
twelve months before said application, or in public use or 
on sale in the United States for more than two years prior 
to said application; and that no application! for patent on 
said invention had been filed by him or his le^al representa¬ 
tives or assigns in anv countrv foreign to the: United Stylos 
at the time ; 


r* ^ • 

T ? * T T * * 




tion has not been abandoned. 

5. Being the original, first and sole inventor of said im¬ 
provements in envelopes, said Walter F. j Hammel was 
legally entitled to letters patent therefor, and on July 16, 
1919 made application serial number 311,2'80 for letters 
patent therefor, in writing, to the Commissioher of Patents 
and filed in the Patent Office a written description of said 
process and claims therefor, and complied with all the re¬ 
quirements of the statutes of the United States in such 
cases made and provided, all as will fully appear by said ap¬ 
plication serial number 311,280 on file in the Patent Office 
or by a duly authenticated copy of said application as 
filed, ready here in court to be produced; that thereafter 


the original specification of said application 
to wit, the last line of page 2 was canceled a! 


was amended, 
nd the follow¬ 


ing inserted: therewith one or more portions G, G, which, 
when the envelope is in practical use, act in effect as elon¬ 
gated slotted apertures. 

3 6. That on the 23rd day of July, j 1925, the de¬ 

fendant Commissioner of Patents issued patent No. 
1,542,964 to one Frank A. Ryder for Improvements in En¬ 
velopes upon an application filed Nov. 13, 1922; that claim 
1 of said patent is as follows: 

i 

1. An envelope provided with a front and having a back 
portion and an end portion extending from! said front, a 
notch cut in the edge of one of said portions to provide a 
holding tongue, and a lip on the other of said portions over¬ 
lapping said tongue and having means fof fastening it 
down and for engaging in said notch behind said tongue 
to hold said end in position during filling put to permit 
ready withdrawal of said end for inspection.! 
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WALTER F. HAMMEL ET AL. VS. 


7. That claim 1 of the Ryder patent No. 1,542,964, quoted 
in paragraph 6 above, particularly points out and dis¬ 
tinctly claims the improvements in Envelopes for which 
plaintiff Walter F. Hammel, made application for a patent 
on July 16, 1919 as related in paragraphs 4 and 5 above; 
that the said Walter F. Hammel is the original, first and 
sole inventor of the invention covered by said claim, and 
is legally entitled to letters patent therefor, but the said 
Commissioner of Patents erroneously and unlawfully al¬ 
lowed the said claim to Frank A. Rvder in the said patent 
1,542,964. 

8. That on January 13, 1926, in accordance with the 

Rules of the Patent Office in such cases provided, Walter 

F. Hammel, believing himself to be the first, original and 

sole inventor iof the invention defined bv claim 1 of the 

♦ 

Ryder patent 1,542,964, set out in paragraph 6 above, 
amended his application serial number 311,280 by inserting 
the said claim and asserting his right to a patent therefor. 

9. Thereafter such proceedings were had upon said ap¬ 
plication serial number 311,280, that, on March 13, 1926, 

the said claim was rejected by the Primary Exam- 
4 iner of the Patent Office in charge thereof; there¬ 
after, and within a time allowed by law for the pur¬ 
pose, plaintiffs appealed from said decision of the Primary 
Examiner to the Examiners in Chief of the Paten Office, 
and thereafter on December 11, 1926, the Examiners in 
Chief rendered its decision whereby it affirmed the decision 
of the Primarv Examiner and refused to allow the said 
claim; thereafter on December 7, 1927, appeal was taken 
to the defendant Commissioner of Patents from the deci¬ 
sion of the Examiners in Chief, and on June 7, 1928, the 
defendant, Commissioner of Patents, rendered his decision 
affirming the Examiners in Chief and refusing to allow said 
claim. No appeal has been taken from the decision of the 
Commissioner of Patents to the Court of Appeals of the 
District of Columbia, and there are no adverse or opposing 
parties to this suit. 

10. By an instrument in writing duly signed and ac¬ 
knowledged before a notary public on June 16, 1919, and 
recorded in the Patent Office on June 30, 1919, in Liber 
P 107, Page 315 of Assignments of Patents, said Walter 
F. Hammel sold, assigned and conveyed to said plaintiff 
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Esther S. Hammel the entire right, title and interest in and 
to said invention and in and to said letters patent to be ob¬ 
tained therefor, whereby the said Esther S.l Hammel be¬ 
came and ever since has been and still is the bwner of said 
invention, namely said improvements in Envelopes and of 
said application serial number 311,280 for letters patent 
therefor, and the prosecution of said application and of 
this suit had been and is for the benefit and use of Esther 
S. Hammel. 

11. Plaintiffs are willing and hereby offer to pay all ex¬ 
penses of this suit as and when ascertained by this Honor¬ 
able Court, and any and all lawful fees and 

5 charges arising from or incidental to said applica¬ 
tion and the issue of letters patent thereon. 

12. The Defendant, Thomas E. Robertson, commissioner 
of Patents of the United States, has refused and still re¬ 
fuses to grant letters patent of the United States to the 
plaintiff Esther S. Hammel, as assignee of said Walter F. 
Hammel on said application serially numbered 311,280 for 
the improvements or invention stated in the;claim recited 
in paragraph 6 hereof, though said plaintiff, Esther S. 
Hammel is lawfully entitled thereto and is the sole owner 
of the entire right, title and interest in and to said im¬ 
provement or invention as hereinbefore alleged. 

Wherefore plaintiffs pray that a copy of this bill of com¬ 
plaint be served on said defendant, Thomas E. Robertson, 
Commissioner of Patents, together with a writ of subpoena 
and respondendum issuing out of and under the seal of this 
Honorable Court requiring him to appear andj make answer 
to this bill of complaint to perform and abide by such order 
and decree herein as to this Court shall seepa meet. 

Plaintiffs further pray for a decree of this court ad¬ 
judging that plaintiff Walter F. Hammel i§ the original, 
first and sole inventor of the invention set forth in the claim 
hereinbefore quoted in paragraph 6 above, and is entitled 
according to law to letters patent therefor, ;and that said 
Esther S. Hammel as assignee and sole owher of the en¬ 
tire right, title and interest in and to said indention, is en- 


! 
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WALTER F. II AM MEL ET AL. VS. 


titled, according to law, to receive letters patent for said 
invention. 

! WALTER F. HAMMEL. 

RALPH B. STEWART, 

Solicitor for Plaintiff. 

PAUL CARPENTER, 

B. J. McCAXN, 

Of Counsel. 

6 State of Illinois, 

Comity of Cook , ss: 

Walter F. Hammel, being* duly sworn, deposes and says: 
I am one of the plaintiffs in the foregoing bill of complaint 
and I have read said bill of complaint and know the con¬ 
tents thereof and verilv believe the facts stated therein to 
be true. 

! WALTER F. HAMMEL. 

Subscribed and sworn to lief ore me this 1st day of Decem¬ 
ber A. I). 1928. 

[notarial seal.] SAM H. HAMMEL, 

Notary Public . 

My commission expires Oct. 11/1932. 


Motion to Dismiss. 

Filed December 21, 1928. 

*•*#*•« 


Now comes Thomas E. Robertson, Commissioner of 
Patents, defendant in the above entitled cause, and moves 
that the bill of complaint be dismissed on the ground that 
no appeal was taken from the decision of the Commissioner 
to the Court of Appeals of the District of Columbia, which 
is a prerequisite to the filing of this suit under Section 
4915 R. S. Plaintiffs have not exhausted their remedy by 
taking appeals provided by law and therefore it would ap¬ 
pear have no standing in equity. 

The bill of cojnplaint shows (page 4, paragraph 9) that 
the primary examiner refused to allow appellant’s claims; 
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that appeal was taken to the examinerS-in-chief, who 
7 sustained the decision of the primary examiner; 

and that thereupon appeal was takeii. to the Com¬ 
missioner of Patents, who affirmed the decision of the 
examiners-in-chief. 

Sections 4909 R. S. and 4910 R. S., as tljiey existed at 
the time the appeal was taken, authorized said appeal, and 
Section 4911 R. S. provided for an appeal tb the Court of 
Appeals of the District of Columbia, and Section 4915 R. S. 
provided for a suit in equity. (Patent Laws, Edition of 
December 1, 1925.) Said Sections 4909 R. jS., 4911 R. S. 
and 4915 R. S. were amended by the Act of March 2, 1927 
(44 Stat. L. 1335), effective May 2, 1927 (Patent Laws, 
Edition of October 1, 1927), and Section 4^10 was elimi¬ 
nated. I 

Section 15 of said Act reads as follows: 

i 

15. That this act shall take effect two months after its 
approval; but it shall not affect appeals then pending and 
heard before the examiners-in-chief or pending before the 
Commissioner of Patents or in the Court of Appeals of the 
District of Columbia, and that in all cases in which the 
time for appeal from a decision of the exajniners-in-chief 
or of the Commissioner of Patents or for Amendment or 
renewal of application had not expired at tl^e time this act 
takes effect, appeals and other proceedingsj may be taken 
under the statutes in force at the time of approval of this 
act as if such statutes had not been amended or repealed. 


It appears from paragraph nine (9) of the Bill that on 
December 11, 1926, the Examiners-in-Chief rendered a de¬ 
cision affirming the decision of the Primary | Examiner and 
refused to allow the claim, and thereafter on December 
7, 1927, appeal was taken from the decision of the Exam- 
iners-in-Chief to the Commissioner who rendered his de¬ 
cision on June 7, 1928. 

Said Act of March 2,1927, does not affect hie appeal pro¬ 
cedure in the instant case for the reason that at the time 
the Act took effect, May 2, 1927, the time fbr appeal from 
the decision of the Examiners-in-Chief (rendered 
8 December 11, 1926) had not expired. Therefore 
under the express provisions of Section 15 appeals 
and other proceedings should have been taken, if at all, 
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“ under the statutes in force at the time of approval of this 
act as if such statutes had not been amended or repealed.” 

Accordingly, plaintiff’s procedure should have been an 
appeal to the Court of Appeals of the District of Columbia 
from the said decision of the Commissioner of Patents as 
provided by Section 4911 R. S. prior to the amendment by 
the Act of March 2, 1927, and not by this suit in Equity 
under Section 4915 R. S. 

Wherefore defendant prays that the bill be dismissed 
with all costs and expenses of the proceedings against the 
plaintiff. 

THOMAS E. ROBERTSON, 
Commissioner of Patents, Defendant. 

T. A. HOSTETLER, 

Solicitor for the Patent Office, 

Attorney for Defendant. 


Order to Amend Plaintiff’s Bill. 
Filed February 11, 1929. 


It having been made to appear in open court that an 
error appears in paragraph 9 of plaintiff’s bill, wherein the 
words “Board of Appeals” (four occurrences) should be 
Examiners-in-Chief, and 

Whereas counsel for plaintiff and counsel for defendant 
have agreed that correction should be made; 

Now, therefore, it is hereby ordered that the bill 
9 be amended by changing the words “Board of Ap¬ 
peals” to Examiners-in-Chief, in paragraph 9, lines 
6, 8, 12, and 13-14. 

JENNINGS BAILEY, 

Justice. 

Approved: 

RALPH B. STEWART, 

Counsel for Plaintiff. 

T. A. HOSTETLER, 

Counsel for Defendant. 


9 


T. E. ROBERTSON, COMMR. OF PATENTS. 

Memorandum Opinion, j 

Filed March 5, 1929. 

i 

* * * * * # • 

I think that the decision of this case depends chiefly upon 
the construction to be placed upon the word “may” in 
Section 15 of the act. My view is that this provision was 
made to permit proceedings to be continued under the 
former laws in those cases in which any;further appeals 
would no longer be open under the new liaw, such “cases 
(as well stated by the Solicitor of the Patent Office) that 
had progressed too far to come under the!new law.” The 
only remedy left to the plaintiffs in the instant case was 
preserved to them; that is, to proceed under the old law, 
and their case has reached that stage where the law is 
not available to them. j 

The motion to dismiss the bill will therefore be sustained- 

| BAILEY, J. 

10 Final Decree. 

Filed March 27, 1929. I 

• # * # # • • 

This cause having come on to be heard on defendant’s 
motion to dismiss the Bill and having been! argued by coun¬ 
sel for the respective parties, and having been submitted to 
the Court, 1 

Now, therefore, upon consideration of! the same, it is 
hereby adjudged, ordered and decreed that the Bill be dis¬ 
missed, and that the plaintiff pay the costs of this cause. 

JENNINGS BAILEY, 

Justice . 

Dated this 27th day of March, 1929. j 

From the foregoing decree plaintiff notes an appeal to 
the Court of Appeals and the maximum amount for under¬ 
taking for costs on appeal is fixed at $100.00. 

JENNINGS BAILEY. 

Approved as to form. 

RALPH B. STEWART, j 

Counsel for Plaintiffs. 

i 

• i 

Memorandum. 

April 15, 1929.—Bond on appeal approved and filed. 
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11 Assignment of Errors. 

Filed May 7,1929. 

* # # # # 4 • 

The Court erred— 

1. In dismissing plaintiff’s Bill of Complaint by its order 
dated March 27, 1929. 

2. In sustaining defendant’s Motion to Dismiss. 

3. In its interpretation of Section 15 of the Act of March 
2, 1927 (44 Stat. L., 1335). 

4. In other respects apparent of record. 

RALPH B. STEWART, 

Attorney for Plaintiff. 


Washington, D. C., May 6, 1929. 

Copv handed to Mr. Hostetler. 

R. B. S. 

Designation of Record on Appeal. 

Filed April 23, 1929. 

**###*# 

Now comes Walter F. and Esther S. Hammel, the appel¬ 
lants in the above entitled cause and designate the parts 
of the record which they desire to have included in the 
Transcript, said parts being considered sufficient for the 
determination of the question raised on appeal, namely: 

1. Plaintiffs’ Bill of Complaint. 

2. Defendant’s Motion to Dismiss. 

3. Order to Amend Plaintiffs’ Bill. 

4. Memorandum Decision on Motion to Dismiss. 

12 5. Final Decree dismissing Plaintiffs’ Bill. To¬ 

gether with a copy of this designation. 

RALPH B. STEWART, 
Counsel for Plaintiff Appellant. 

A copy of this designation has been served upon counsel 
for the defendant. 


T. A. HOSTETLER. 
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13 Supreme Court of the District of Columbia. 

, j 

United States of America, 

District of Columbia, $$: 

i 

I, Frank E. Cunningham, Clerk of the Supreme Court of 
the District of Columbia, hereby certify |the foregoing 
pages numbered from 1 to 12, both inclusive, to be a true 
and correct transcript of the record, according to direc¬ 
tions of counsel herein filed, copy of which! is made part 
of this transcript, in cause No. 49149 in Equity, wherein 
Walter F. Hammel and Esther S. Hammel are Plaintiffs 
and Thomas E. Robertson, Commissioner of Patents, is De¬ 
fendant, as the same remains upon the files | and of record 
in said Court. 

In testimony whereof, I hereunto subscribe my name and 
affix the seal of said Court, at the City of Washington, in 
said District, this 17th day of May, 1929. j 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Clerk. 

Endorsed on cover: District of Columbia Supreme Court. 
No. 4966. Walter F. Hammel and Esther S|. Hammel, ap¬ 
pellants, vs. Thomas E. Robertson, Commissioner of Pat¬ 
ents. Court of Appeals, District of Columbia. Filed Jun. 
3, 1929. Henry W. Hodges, clerk. 
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In the 


COURT OF APPEALS OF THE DISTRICT OF 

COLUMBIA. ! 


No. 4966. 


Walter F. Hammel and Esther S. Hammel, 

Appellants, 

vs. 


Thomas E. Robertson, Commissioner of Patents, 

Appellee. 


i 

i 

i 

i 


APPELLANTS’ BRIEF. 

i 



To the Honorable Court of Appeals: 

This is an appeal from a final decree of the Su¬ 
preme Court of the District of Columbia dated 
March 27,1929, dismissing Appellants’ Bill 6f Com¬ 
plaint against Appellee. 

Appellants’ Bill of Complaint was brought against 
Appellee under Section 4915, Revised Statutes, as 
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amended by the Act of March 2,1927, which became 
effective May 2, 1927, to authorize Appellee to issue 
Appellants a patent upon the application of Walter 
F. Hammel, Ser. No. 311,280. 

Appellants ’ Bill of Complaint was dismissed upon 
motion by Appellee on the ground that the amend¬ 
ment of March 2,1929, did not authorize Appellants 
to bring a Bill of Complaint under Section 4915, 
Revised Statutes, without first prosecuting an appeal 
to the Court of Appeals of the District of Columbia. 

Prior to the amendment of March 2, 1927, if an 
applicant was refused a patent by the Commissioner 
of Patents, an appeal to the Court of Appeals of the 
District of Columbia was a prerequisite to a bill in 
equity under Section 4915, Revised Statutes. How¬ 
ever, the amendment of March 2, 1927, gave an ap¬ 
plicant the right to elect either to take an appeal to 
the Court of Appeals or to bring suit under 4915, 
but not both. The pertinent part of Section 4915, 
Revised Statutes, is as follows: 

“Whenever a patent on application is re¬ 
fused by the Commissioner of Patents, the 
applicant, unless appeal has been taken from 
r the decision of the Board of Appeals in the 

Court of Appeals of the District of Columbia 

* * * may have remedy by bill in equity 

* * # yy 


Appellants did not take an appeal to the Court 
of Appeals, but elected to bring suit under Section 
4915, R. S. The question raised by Appellee’s Mo¬ 
tion to Dismiss is whether or not the amended stat¬ 
ute applies to the present case, and this involves an 
interpretation of Section 15 of the amending Act of 
March 2, 1927, which is as follows: 


I 

I 


3 

i i That this act shall take effect tw0 months 
after its approval; but it shall not effect ap¬ 
peals then pending and heard before the ex¬ 
aminers in chief or pending before the Com¬ 
missioner of Patents or in the Court of Ap¬ 
peals of the District of Columbia, and t^at in 
all cases in which the time for appeal from a 
decision of the examiners in chief or of the 
Commissioner of Patents or for amendment 
or renewal of application had not expired at 
the time this act takes effect, appeals and 
other proceedings may be taken under the 
statutes in force at the time of approval of 
this act as if such statutes had not been 
amended or repealed.” 

The amending Act became effective May: 2, 1927, 
and at that time a decision had been rendered by the 
Examiners-in-Chief on appeal, and the tim0 for ap¬ 
peal to the Commissioner of Patents had not expired. 
On December 7, 1927, Applicant Hammel took an 
appeal to the Commissioner of Patents, which ap¬ 
peal was authorized in the latter part of Section 15 
of the amending Act quoted above. 

I 

The interpretation of the ‘‘saving” Section 15 
by the Court below is that the Act of Marclj 2,1927, 
does not affect the appeal procedure in the instant 
case, but that appeals must be taken under the old 
procedure, that is, to the Commissioner of Patents, 
then to the Court of Appeals, and then a suit under 
Section 4915, R. S’., and after that an appeal to a 
Circuit Court of Appeals. This interpretation is 
believed to be far from the obvious meaning of the 
language of Section 15 and the purpose of I the Act. 
Considering Section 15 in detail, the first part, that 
is, down to and including the words 4 * District of 
Columbia,” does not apply to this case because at 
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the time the Act became effective there was no ap¬ 
peal pending and heard before the Examiners-in- 
Chief or pending before the Commissioner of Pat¬ 
ents or in the Court of Appeals of the District of 
Columbia. Furthermore, this part of Section 15 
simply means that the Act shall not operate to pre¬ 
vent the Examiners-in-Chief, the Commissioner of 
Patents and the Court of Appeals from rendering 
decisions in appeals pending before them on May 2, 
1927. It relates to appeals then pending, and does 
not affect subsequently filed appeals or procedure. 

The second part of Section 15 beginning with the 
words “and that in all cases,” points out certain 
situations under which appeals and other proceed¬ 
ings may be taken under the statutes in force at the 
time of approval of the Act. The instant case comes 
under this part of Section 15, but there is nothing 
in this part which makes it mandatory or even direc¬ 
tory to proceed under the old statute. The word 
“may” is used in a permissive sense, and leaves it 
entirely to the discretion of the applicant whether 
or not he will proceed under the old or the new stat¬ 
utes. This interpretation of the word “may” is 
supported by numerous court decisions* and also by 
the obvious intent and purpose of the amending Act 
as a whole, as will appear below. 

The interpretation which the Court below puts 
upon Section 15 of the Act of March 2,1927, is such 
that it is necessary to interpret the word “may” as 
being directory, that is, if any further proceedings 
are taken in the cases enumerated in the latter part 
of Section 15 they must be taken under the old law. 

♦Jensen vs. Lehigh Valley Ry. Co. (D. C. S. D. N. Y.), 255 
Fed. 795. 

United States vs. Ford (D. C. S. D. Ohio), 263 Fed. 449. 

United States vs. Lexington Mill & Elevator Co., 232 U. S.' 399. 



That this is not the correct meaning of Section 15 
will be apparent from a consideration of the! Act as 
a whole. The purpose of the Act was threefold: 
(1) to lessen delays in the Patent Office, (2);to sim¬ 
plify procedure in the Patent Office, and (3) to sim¬ 
plify procedure in appeals from the Patent Office 
to the courts. (See page 3 of the Report of the 
Senate. Committee.) The simplification of! proce¬ 
dure in appeals from the Patent Office to the courts 
is the purpose affecting the instant case. Under the 


old law, after an applicant had exhausted his ap¬ 
peals within the Patent Office, he had a ^ight to 
appeal to the Court of Appeals of the District of 
Columbia, then he had a right to bring suit under 
Section 4915, R. S., and after that a right of| appeal 
to a Circuit Court of Appeals from this suit. The 
simplification affected by the amending Act! was to 
provide that after a final decision by the Patent Of¬ 
fice, an applicant could either appeal to the Court 
of Appeals of the District of Columbia or bring suit 
under Section 4915, but he could not have botjtL reme¬ 
dies, as under the old law. This change benefited 
not only the Patent Office, but also applicants, since 
it saved the expense and delay incidental to; an ap¬ 
peal to the Court of Appeals of the District of Co¬ 
lumbia, which was a prerequisite to a suit under 
Section 4915 under the old law. It is apparent, 
therefore, that the purpose of the amendment to the 
statute was to eliminate the necessity for firit going 
to the Court of Appeals of the District of Columbia 
before having a right to bring suit under Section 
4915. Accordingly, after the Appellants had obtained 
a final decision within the Patent Office, they brought 
suit under Section 4915, R. S’., without first going to 
the Court of Appeals, as provided in the ainended 
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statute. By taking this course of action, Appellants 
have eliminated one appeal under the old procedure, 
and this is in accordance with the spirit and intent 
of the amended statute. If the word “may” in Sec¬ 
tion 15 is to be given the interpretation asked for by 
the Commissioner of Patents, the obvious intent and 
purpose of the statute would be defeated not only 
in the instant case but in all cases coming within 
the situations mentioned in the latter part of Sec¬ 
tion 15; and, in all these cases applicants who wished 
to bring suit under Section 4915, R. S., from a final 
decision in the Patent Office, would be forced to take 
an appeal to the Court of Appeals before bringing 
suit. 

The interpretation which the Commissioner of 
Patents asks upon Section 15 of the Act in the pres¬ 
ent case is inconsistent with the interpretation and 
practices within the Patent Office which have been 
established by the Commissioner of Patents to carry 
out the provisions of the amended statute. For 
example, that part of Section 15 which concerns the 
instant case also concerns cases in which the time for 
amendment had not expired at the time the Act 
went into effect. If the word “may” is to be inter¬ 
preted as directory, then all cases awaiting amend¬ 
ment at the time the Act went into effect (May 2, 
1927) would be controlled by the old statute, that 
is, all appeals and further proceedings must be taken 
under the old procedure. But, the Commissioner 
has not interpreted Section 15 in this manner with 
respect to cases awaiting amendment at the time 
the Act went into effect, and all such cases have 
been and are being appealed in accordance with the 
amended law . Furthermore, under the old law, an 
applicant was given a year in which to respond to 


! 


an Official Action, but this time was reduced to six 
months by the Act of March 2, 1927. If Section 15 
of the Act is interpreted as the Commissioner wishes 
to interpret it in this case, then all cases awaiting 
amendment on May 2,1927, would be entitle4 to one 
year in which to respond to Official Actions through¬ 
out the prosecution of the case . As a matter of prac¬ 
tice, however, the Commissioner has interpreted 
Section 15 in such cases to mean that the old statute 
applies for the next action only (which appears to 
be a reasonable interpretation), and after that the 
new statute becomes effective, which allots six 
months in which to respond to an Official Action. 
These two instances of practice which the Commis¬ 
sioner has established within the Patent Office relate 
to analogous cases recited in the same part pf Sec¬ 
tion 15 along with the present case, and ihdicate 
that the Commissioner’s interpretation in the pres¬ 
ent case is not consistent with the interpretation 
upon which such practices are based. If the Com¬ 
missioner’s interpretation of Section 15 with regard 
to cases awaiting amendment on May 2, 1927, be 
applied to the present case, then the present case 
comes under the amended statute , for under that 
interpretation the old law applies only to the next 
action, the time for which was running at the time 
the amendment became effective, and after that the 
amended law controls. After the amendment be¬ 
came effective, Applicant Hammel took his next 
appeal under the old statute in order to exha^ust his 
legal remedy in the Patent Office , and his ! second 
step was taken under the amended statutes. I 
If the interpretation which the Commissioner 
wishes to place upon Section 15 in the instaht case 
be applied to all the cases enumerated in the latter 

i 

i 


i 

! 

i 

i 
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part of Section 15 along with the present case, very 
serious consequences will result. For example, un¬ 
der this interpretation all cases awaiting amend¬ 
ment on May 2, 1927, must follow the appeal proce¬ 
dure under the old law\ But, the Board of Exami- 
ners-in-Chief suspended hearings on appeals on 
March 2, 1927, and has not sat in hearing on appeal 
since that date. All appeal cases since March 2, 
1927, have been heard by the new Board of Appeals 
created by amended Act of March 2, 1927. Accord¬ 
ingly, if the Commissioner’s interpretation of Sec¬ 
tion 15 bfe applied to cases awaiting amendment as 
of May 2, 1927, all appeals which have been heard 
by the new Board of Appeals in such cases have 
been without legal effect, and the time for taking 
a proper appeal to the old Board of Examiners-in- 
Chief has expired, and the cases are by law aban¬ 
doned. (See Section 4894, R. S.) It is to be noted 
that the amendment to the statute did not specifi¬ 
cally abolish the old Board of Examiners-in-Chief. 

Summary. 

It is respectfully submitted that the decision of 
the lower court should be reversed for the following 
reasons: 

1. The obvious intent and purpose of the Act of 
March 2, 1927, amending Section 4915, R. S., was 
to eliminate the necessity of first prosecuting an 
appeal to the Court of Appeals of the District of 
Columbia before having a right to bring suit under 
Section 4915 from a final decision within the Patent 
Office. 

2. That Section 15 of the Act of March 2, 1927, 
relating to cases in which the time for appeal had 
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not expired at the time the Act became effective is 
permissive in character, and gives an applicant the 
right to elect to proceed either under the olc| statute 
or under the amended statute. 

3. That if the “saving” Section 15 of the Act of 
March 2,1927, be given the interpretation contended 
for by the Commissioner of Patents, serioiis conse- 
qences will result with respect to other cases men¬ 
tioned in this section along with the instant case, 
that is, a serious cloud of uncertainty will b^ thrown 
upon the legal status of cases in which the time for 
amendment had not expired at the time the Act be¬ 
came effective. 

4. The situation in the present case is one growing 
out of a transient period in which the old law went 
out of effect and the new came in, and will not arise 
in many other cases. A reversal of the decision of 
the court below will not impose a burden on the 
Patent Office, but will preserve the equitable rights 
of applicants in the few cases in which the same 
situation arises. 

Respectfully submitted, 


Paul Carpenter, 

B. J. McCann, 

Of Coimsel. 


Ralph B. Stewart, 
Attorney for Appellants. 
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In the Court of Appeals of the District of 

Columbia 
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October Teem, 1929 


No. 4966 

| 

Walter F. Hammel and Esther S. Hammel 

APPELLANTS 

j 

V. I 

Thomas E. Robertson, Commissioner of; Patents 

appellee 


APPEAL FROM THE SUPREME COURT OF THE DISTRICT OF 

COLUMBIA 


BRIEF FOR THE CO] 


i'ilnl 


lSSIONER of patents 


This is an appeal from the final decree of the 
Supreme Court of the District of Columbia dismiss¬ 
ing appellants’ Bill of Complaint. 

Sections 4909 R. S. and 4910 R. S., as they existed 
at the time the appeal to the Examiners; in Chief 
was taken, authorized said appeal, and Section 4911 

i 

R. S. provided for an appeal to the Court of Ap¬ 
peals of the District of Columbia, and Section 4915 
R. S. provided for a suit in equity. (Patent Laws r 
Edition of December 1,1925.) Said Sections 4909* 
R. S., 4911 R. S., and 4915 R. S. were amended by 
the Act of March 2, 1927 (44 Stat. L. 1335), effee- 

70916—29 




tive May 2,1927 (Patent Laws, Edition of October 
1, 1927), and Section 4910 was eliminated. 

The Act of March 2,1927 (44 Stat. L. 1335), also 
amended the patent statutes creating a single ap¬ 
pellate tribunal in the Patent Office, i. e., the Board 
of Appeals, which was a consolidation of the former 
two appellate tribunals. It also gave an appellant 
the option either to appeal from an adverse decision 
of the Board of Appeals or to file a Bill in Equity. 
This Act of March 2,1927, took effect May 2,1927, 
but as provided by Section 15 of the Act did not 
effect certain pending cases. Certain groups of ap¬ 
pealed cases had progressed too far to come under 
the new law but remained under the old law. These 
groups are indicated by the letters b, c, d, e, and / 
inserted in parentheses in Section 15 as follows: 

Sec. 15. That this act shall take effect two 
months after its approval; but it shall not 
affect (5) appeals then pending and heard 
before the examiners in chief, or ( d ) pending 
before the Commissioner of Patents, or (/) 
in the Court of Appeals of the District of 
Columbia, and ( c ) that in all cases in which 
the time for appeal from a decision of the 
examiners in chief, or ( e ) of the Commis¬ 
sioner of Patents, or for amendment or re¬ 
newal of application, had not expired at the 
time this act takes effect, appeals and other 
proceedings may be taken under the statutes 
in force at the time of approval of this act as 

if such statutes had not been amended or 
repealed. 




I 

The pertinent part of Section 15 includes the part 
(c) as follows: 

i 

* * * that in all cases in which the time for 
appeal from a decision of the examiners in 
chief * * * had not expired at the time 
this act takes effect, appeals and other pro¬ 
ceedings may be taken under the statutes in 
force at the time of approval of this act as if 
such statutes had not been amended or 
repealed. 


As appears by paragraph 9 of the Bill of Com¬ 
plaint, the examiners in chief rendered thfeir deci¬ 
sion on December 11, 1926, affirming the jdecision 
of the primary examiner. Thereafter, on: Decem¬ 
ber 7,1927, appeal was taken to the Commissioner, 
who rendered his decision on June 7, 1928. Dur¬ 
ing that interval between December, 1926, and 
December, 1927, on May 2, 1927, the hew law 
went into effect. On May 2, 1927, in the language 
of Section 15, “the time for appeal from a decision 
of the examiners in chief had not expired’f (group 
c ). This case therefore remained under “the 
statutes in force at the time of approval of this 
act as if such statutes had not been amended or 
repealed.’’ Accordingly appellants’ remedy from 
the adverse decision of the Commissioner should 
have been by appeal and not by a Bill ip Equity 
under Section 4915, R. S. j 

On May 2, 1927, when the examiner in chief be¬ 
came merged in the Board of Appeals of the new 
Act, thev took with them only the pending appeals 
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that had not been heard by them as examiners in 
chief. All cases beyond that stage proceeded un¬ 
der the former statutes as expressly provided by 
Section 15. 

Appellants contend that the word may in Sec¬ 
tion 15 gives appellants an option, and that the 
Court below construed this word may as must . 

The only option the word may gives is that an 
api^ellant can accept the decision as final or he may 
appeal. The words 44 may appeal’’ in Section 4909, 
and Section 4911 give no optional remedies. Sec¬ 
tion 4915, in a like manner, uses the words 4 4 may 
have remedy by bill in equity.” It is clear from 
the decision of the Court below (R. p. 9) that the 
word may was not construed as must but that the 
same interpretation was placed on the language as 
in Sections 4909, 4911, and 4915. 

It is therefore submitted that since the time for 
appellants’ appeal from the decision of the exam¬ 
iners in chief had not expired at the time the act 
took effect their remedy was by appeal to the Court 
of Appeals of the District of Columbia 4 4 under the 
statutes in force at the time of approval of this act 
as if such statutes had not been amended or re¬ 
pealed,” as provided by Section 15, and that the 
decision of the Court below should be affirmed. 

T. A. Hostetler, 

Counsel for the Commissioner of Patents . 

September 14, 1929. 
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